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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1, 3, 4, 9-11, 14 and 15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kinsho et al (US 6,746,818 B2). 

Kinsho teaches (col.19, lines 19-39) a polymer having recurring units of the 
following formula (6) shown below; 



o 4 





Specifically, in Example 4, Kinsho teaches the following compounds as the monomers 
that form the recurring unit of formula (6); 
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Moaorae: 4 

Kinsho also teaches (col. 19, lines 65-67, col.20, lines 1-39) that in a preferred 
embodiments, recurring units of following formula (7) can be introduced in the polymer; 

a .As examples of R5 (which is a tertiary alkyl group of 4-20 

carbon atoms), Kinsho teaches 2-methyl-2-adamantyl. Based on Kinsho's teachings, 
one skilled in the art would immediately envisage a polymer formed from Monomer 4 
and a 2-methyl-2-adamantyl. Kinsho teaches (col.20, 40-67) a positive resist 
composition containing his polymer, a photoacid generator (such as triphenylsulfonium 
trifluoromethanesulfonate) and an organic solvent. Kinsho also teaches the use of a 
basic compound (see col.21 , lines 21-26). Using Kinsho's resist composition, a resist 
pattern is formed by applying the resist composition onto a substrate, heat treating the 
film, exposing it to high energy radiation having a wavelength of less than 300 nm or an 
e-beam though a photomask, optionally heat treating the exposed film, and developing 
it with a developer, (see col.21, lines 27-33). Thus, Kinsho teaches present inventions 
of claims 1, 3, 4, 9-11, 14 and 15. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2, 5, 12 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kinsho et al (US 6,746,81 8 B2). 

Kinsho teaches (see col.20, lines 30-33) that his polymer is preferably composed 
of 5-80 mol% of units of formula (6) shown above in Paragraph 2 and 10-80 mol% of 
units of formula (7) shown above. Since these ranges overlap with present ranges of 
claims 2 and 5, the prior art's teaching renders present rages prima facie obvious. In 
the case "where the [claimed] ranges overlap or lie inside ranges disclosed by the prior 
art," a prima facie case of obviousness would exist which may be overcome by a 
showing of unexpected results, In re Wertheim . 541 F.2d 257, 191 USPQ 90 (CCPA 
1976). Thus, Kinsho's teaching renders obvious present inventions of claims 2 and 5. 

With respect to present claims 12 and 13, Kinsho teaches a mixture of propylene 
glycol monomethyl ether acetate and another solvent as his solvent. As examples of 
other solvents, Kinsho teaches ethyl lactate (see col.21, lines 1-20). It would have been 
obvious to one skilled in the art to use the combination of propylene glycol monomethyl 
ether acetate and ethyl lactate as Kinsho's solvents with a reasonable expectation of 
obtaining a photoresist composition having firm adhesion and high transparency when 
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processed by ArF excimer layer light. Thus, Kinsho's teaching renders obvious present 
inventions of claims 12 and 13. 

5. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

i 

Kinsho et al (US 6,746,818 B2) in view of Uetani et al (US 2001/0046641 A1). 

Kinsho does not teach present repeat unit (IV). However, a resin containing such 
repeating unit (i.e., the unit derived from 3-hydroxy-1-adamantyl-(meth)acrylate) is 
known in the art to improve adhesion of the resist composition to a substrate (see 
Uetani, [0007]). It would have been obvious to one skilled in the art to further include 
the repeat unit of 3-hydroxy-1-adamantyl-(meth)acrylate in Kinsho's polymer in order to 
further enhance the adhesion of his resist composition onto a substrate. Thus, Kinsho 
in view of Uetani would render obvious present inventions of claims 6-8. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sin J. Lee whose telephone number is 571-272-1333. 
The examiner can normally be reached on Monday-Friday from 9:00 am EST to 5:30 
pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly, can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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February 4, 2008 y^X- ^ ■ ~~i J ^-~ 

SIN LEE 
PRIMARY EXAMINER 



